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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1)^ Responsive to communication(s) filed on 15 February 2007 . 
2a)D This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-16 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) KI Claim(s) 1-7 and 9-15 is/are rejected. 

7) ^ Claim(s) 8 and 16 is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)13 The drawing(s) filed on Jan. 23. 2006 is/are: a)H accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)M All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. ^ Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) K Information Disclosure Statement(s) (PTO/SB/08) 5 ) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date 20060123 . 6) □ Other: . 
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1. The preliminary amendment filed Jan. 23, 2006 has been entered. 

2. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

1 3. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1, 3, 5-7 and 9 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Shuichi JP 10-2267948. Note abstract and drawings. Shuichi referred to as 
Document 1 in the PCT examination report. 
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Art Unit: 2856 

Document 1 describes a probe replacing method for a scanning probe microscope 
comprising a scanning probe microscope having a setting station holding a plurality of 
cantilevers, and XY stage for moving the position of the setting station, and an optical 
microscope for observing the position of the attached cantilever, with a step for selecting one 
cantilever from the setting stage and attaching it to the support unit and a step for setting the 
attached cantilever to the specified position of the field of observation of the optical 
microscope by moving the cantilever with the projecting part being moved by the XY stage 
after cantilever adjustment 

The projecting part in the probe replacement method described in document 1 is the pushing 
member pushing the inner side surface of the cantilever holder. 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Shuichi in 
view of Takashi JP 2000-329772. Note abstract and drawings of Takashi and that 
Takashi is referred to as Document 2 in the PCT examination report and that lack of 
inventive step is taken to be the same as obvious to one of ordinary skill in the art at the 
time the invention was made. 

Document 2 describes a technique for setting a cantilever to a specified position of the 
observation field of an optical microscope by using an adjustment mechanism to move the 
optical microscope after replacing the probe of a scanning probe microscope. 

The invention of claim 2 does not appear to involve an inventive step over documents 1 and 
2 cited in the ISR. Use of the technique for setting a cantilever to a specified position of the 
observation field of an optical microscope by moving the optical microscope for the probe 
replacement method described in document 1 would be easy for a person skilled in the art. 
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8. Claims 4 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shuichi in view of Takeshi JP 2002-323426. Note abstract and drawings of Takeshi and 
that Takeshi is referred to as Document 3 in the PCT examination report. 

Document 3 describes a technique for a scanning probe microscope having an optical 
microscope to use the image obtained by the optical microscope to perform pattern 
recognition and image processing for automatic focusing. 

The inventions of claims 4 and 12 do not appear to involve an inventive step over documents 
1 and 3 cited in the ISR. Use of the pattern recognition and image processing described in 
document 3 for the probe replacement method described in document 1 would be easy for a 
person skilled in the art. 

9. Claims 10-11 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 

over Shuichi in view of Takashi and Takeshi. 

The inventions of claims 10 and 13 do not appear to involve an inventive step over 
documents 1 to 3 cited in the ISR. Document 2 describes a technique for optical axis 
adjustment by adjusting the position of the laser light source. Further, for the probe 
replacement method described in document 1 it is recognized that the tip position of the 
cantilever in the process of digital signal processing is memorized as a numerical value 
(coordinate). 

10. Claims 14-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Shuichi in view of Takashi and Takeshi as applied to claim 13 above, and further in view 

of Keiko et al JP 10-104245. Note abstract and drawings of Keiko et al and that Keiko 

et al is referred to as Document 4 in the PCT examination report. 

Document 4 describes a technique for automatic optical axis adjustment by adjusting the 
position of the laser light source, 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The references show storage of removable cantilevers. 
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12. Claims 8 and 16 are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Tom Ndland whose telephone number is (571) 272- 
2202. The examiner can normally be reached on weekdays from 9:00 to 5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mr. Hezron E. Williams, can be reached on (571) 272-2208. 

The fax phone number for the organization where this application or proceeding 
is assigned is (571) 273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to 2800 Customer Service at (571) 272-2815. 

/Thomas P. Noland/ 
Primary Examiner 
Art Unit 2856 

March 29, 2009 
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Applicant(s): Ken MURAYAMA, et al 
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Filed: January 23, 2006 

For: PROBE REPLACEMENT METHOD FOR SCANNING PROBE 

MICROSCOPE 

Group: not yet assigned 

Examiner: not yet assigned 

INFORMATION DISCLOSURE STATEMENT 
UNDER 37 CFR §1.97 & 1.98 

MS Amendment 

Commissioner for Patents January 23, 2006 

P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

In the matter of the above-identified application, applicants are submitting 
herewith a copy of a communication from a foreign patent office in a counterpart 
foreign application and copies of the documents listed in the attached form 
equivalent to Form PTO-1449 for the Examiner's consideration. 

This information disclosure statement is being submitted with the new 
application. 

The documents listed on the attached form equivalent to Form PTO-1449 
are not in the English language, the requirement of 37 CFR 1 1.98(a)(3) for a 
concise explanation of the relevance is satisfied by the attached English 
language abstracts. 
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IAP28fe*CT~:7T3 23 JAN 2006 

It is respectfully requested that this information disclosure statement be 
considered by the Examiner. 

Please charge any shortage in the fees due in connection with the filing of 
this paper, including extension of time fees, to the deposit account of 
MATTINGLY, STANGER, MALUR & BRUNDIDGE, P.O., Deposit Account No. 
50-1417 (TPO-5168) please credit any excess fees to such deposit account. 
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